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REMARKS 

As an initial matter, Applicants address the Examiner's determination that 
Preliminary Amendment (A), filed February 15, 2001, contains new matter (Office Action, 
dated December 18, 2002, page 7, lines 1-14). First, the original specification describes "a 
nickel tube 20 m long" on page 26, line 10 describing ""Test Example 2." Therefore, it is 
not new matter to amend page 16, line 8, to describe this fact. Second, the amended 
description wherein "an upper limit of the film thickness is selected to be around 0.5 mm" 
corrects a typographical error on page 38, lines 10-11, and is fully supported on page 9, 
lines 18-20, of WO97/28085, filed on January 27, 1997 as International Application No. 
PCT/JP97/00188. Page 9, lines 16-20, of WO97/28085 states "In this test example 6. ..an 
upper limit of film thickness is selected to be around 0.5 mm," and the corresponding 
International Application No. PCT/JP97/00188 has been properly incorporated by 
reference in Preliminary Amendment (A) of the present case, filed on February 15, 2001. 
Therefore, in accordance with well-established patent practice, the international 
application provides justification to amend the specification to correct the typographical 
error on page 38 without adding new matter. See MPEP 608.01(p); In re Hawkins , 179 
USPQ 157 (CCPA 1973); In re Hawkins , 179 USPQ 163 (CCPA 1973); In re Hawkins , 
179 USPQ 167 (CCPA 1973). Third, the remaining changes deemed to be new matter 
have been removed from the application by the present amendment. 

In accordance with the requirements of MPEP 608.01 (p) and In re Hawkins , 179 
USPQ 157 (CCPA 1973); In re Hawkins , 179 USPQ 163 (CCPA 1973); In re Hawkins , 
179 USPQ 167 (CCPA 1973), I, Mr. Joerg-Uwe Szipl, the attorney of record for the 
applicants, hereby declare by my signature below that the amendatory material presented as 
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amendment No. 8 to the specification presented above consists of the same material 
incorporated by reference in the referencing application as identified in Preliminary 
Amendment (A), filed February 15, 2001, and that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are believed to be 
true; and further that these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or imprisonment, or both, under 18 
U.S.C. § 1001 and that such willful false statements may jeopardize the validity of the 
application or any patent issue thereon. 
Drawings 

As another initial matter, Applicants address the Examiner's multiple objections to 
the drawings (see Office Action, dated December 18, 2002, page 5, line 1 to page 6, line 
22). First, Figs. 46, 47, and 48 are not prior art. Fig. 46 is directed to experimental data 
collected when the water-generating reactor of Fig. 38, which is an embodiment in 
accordance with the present invention having a conventional platinum coated film, is used 
to generate water (see specification, page 12, lines 6-7, and page 49, line 23 to page 50, 
line 22). Figs. 47 and 48 are not prior art because they illustrate experimental data from 
using XPS analysis to investigate the causes of falling catalytic activity (specification, page 
51, lines 9-13). The remaining minor informalities with the drawings were addressed 



m an 



attached paper in accordance with 37 C.F.R. 1 .121(d), filed April 30, 2003. The drawings 
submitted on April 30, 2003 are the "corrected drawings incorporating said changes" and 
satisfy the Examiner's requirement to provide corrected drawings (see Office Action, 
dated July 15, 2003, section 2). In addition, Applicants provide "proposed drawing 
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correction showing changes" in red ink or highlighted that is attached herewith for the 
Examiner's convenience (see Office Action, dated July 15, 2003, section 2). 

Presently, claim 47 has been amended to remove the limitation "the gas diffusing 
member" so that the claim now recites structure in accordance with elected species C (see 
Office Action, dated July 29, 2002, page 4, lines 5-6). Claims 81 and 82 have been 
canceled without prejudice because they each recited structure in accordance with non- 
elected species D. 

The present amendment adds no new matter to the application. 
The Invention 

The present invention is directed to a water-generating reactor, such as might be 
used in semiconductor manufacturing facilites and other situations where there is a need to 
generate water. In particular, one embodiment in accordance with the present invention is 
a water-generating reactor that includes: (a) an inlet to receive hydrogen and oxygen; (b) 
an outlet to expel water; (c) a passage formed in the reactor, wherein the inlet is disposed 
at one end of the passage and the outlet is disposed at another end of the passage so that 
hydrogen and oxygen flows through the inlet and into the passage; (d) a reactor body made 
of a heat-resistant metal, the reactor body comprising a first reactor body member welded 
to a second reactor body member, wherein the inlet and the outlet are mounted on the 
reactor body, the outlet is a water and moisture gas take-out joint, the passage is an 
internal space defined by recesses inside the reactor body, and the recesses include a first 
spherical recess having a first surface and a second spherical recess having a second 
surface; and (f) a platinum coating film is disposed only on the surface of the first recess 
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surface, wherein when hydrogen and oxygen supplied by the inlet and diffused contact the 
platinum coating film, water is generated from reactivity of the hydrogen and the oxygen. 

Various other embodiments in accordance with the present invention are described 
in the dependent claims. The main advantage of the various embodiments of the water- 
generating reactor in accordance with the present invention is that high-purity water can be 
produced from hydrogen and oxygen. Furthermore, the platinum coating film provides a 
high catalytic activity while minimizing the formation of metal oxides; therefore, the 
platinum coating film remains stable over a long period of time because it is resistant to 
degradation by oxidation. 
The Rejection 

Claims 47, 56, 58-60 and 65 stand rejected under 35 U.S.C. 112, first and second 
paragraph, as lacking an adequate written description and for being indefinite. 

Claims 47, 56 and 60 stand rejected under 35 U.S.C. 102(b) as anticipated by 
Japanese Document JP 4-54184 (hereafter, "JP'184 reference"). Claim 58 stands rejected 
under 35 U.S.C. 103(a) as unpatentable over the JP' 184 reference. Claims 59 and 65 stand 
rejected under 35 U.S.C. 103(a) as unpatentable over the JP'184 reference in view of 
Japanese Document JP 52-1 1 1891 (hereafter, "JP'891 reference"). Claims 59 and 65 
stand rejected under 35 U.S.C. 103(a) as unpatentable over the JP' 184 reference in view of 
Japanese Document JP 6-122580 (hereafter, "JP'580 reference"). 

Claims 47, 56, 58-60 and 65 stand provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as unpatentable over claims 1-8 of 
co-pending Application No. 09/905,209 and over claims 1-8 of co-pending Application 
No. 10/096,247. 
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Applicants respectfully traverse the rejection and request reconsideration of the 
application for the following reasons. 
Applicants' Arguments 

In view of the present amendment, claims 47, 58-60 and 65 now comply with 35 
U.S.C. 112. With respect to the Examiner's rejection under 35 U.S.C. 1 12, first 
paragraph, courts have held that the function of the written description requirement is to 
ensure that the inventor had possession of the claimed subject matter as of the date of 
filing, and that it is only necessary for the application to set forth the claimed subject 
matter so one skilled in the art will recognize that the applicant possessed the invention. In 
re Wertheim . 191 USPQ 90, 96 (CCPA 1976). 

Figures 43 and 49 clearly show "recesses" (22a) and (23a) formed in the reactor 
body members (22) and (23). One skilled in the art would recognize from the specification 
and the drawings what is a "recess" and that the recesses have surfaces. The fact that the 
Examiner objects to the word "recess" is immaterial to a rejection under 35 U.S.C. 1 12, 
first paragraph, because the proper test is whether one of ordinary skill in the art would 
recognize the claimed subject matter from the description. Id. The Examiner has the 
initial burden of presenting evidence or reasons why persons skilled in the art would not 
recognize in the disclosure a description of the claimed subject matter. Id. at 97. This the 
Examiner has not done. 

Furthermore, the Webster's New Twentieth Century Dictionary (2 nd ed.), page 
1505, attached herewith, defines "recess" as "a receding or hollow place, as in a surface." 
Elements (22a) and (23a) shown in Figures 43 and 49 meet this definition. In fact, they 
could also be considered "indentations" using the definition provided by the Examiner. 
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With respect to claim 60, Applicants point out that the claim is definite because a 
ratio is dimensionless and any units of measurement drop out in the dimensional analysis 
of the ratio. Therefore, the Examiner's position (Office Action, dated December 18, 2002, 
page 9, lines 7-9) that claim 60 is indefinite for failing to specify measurement by weight, 
by volume, or by mole, is untenable and should be withdrawn because a ratio is a 
dimensionless element. 

Applicants note the provisional obviousness-type double patenting rejection 
pending against claims 47, 56, 58-60, and 65 over claims 1-8 of co-pending Application 
No. 09/905,209 and claims 1-8 of co-pending Application No. 10/096,247. As neither of 
the co-pending applications have been allowed, the obviousness-type double patenting 
rejection is merely provisional. Therefore, Applicants choose to defer further comment on 
this issue until such time as the obviousness-type double patenting rejection is no longer 
provisional. 

The JP'184 reference discloses a water generating reactor that includes a catalyst 
held by the molded member (6) placed inside the reactor vessel (1), and a heating 
conductor (7) heats the molded member (6) and the catalyst (see Figure 1). The JP'184 
reference does not teach, or even suggest, the "first reactor body member welded to the 
second reactor body member," the "first spherical recess having a first surface" and a 
"second spherical recess having a second surface," wherein the "platinum coating film is 
disposed only on the surface of the first recess" as recited in claim 47. 

The JP'891 reference discloses a "metal film" formed on the hardened surface of a 
base metal so that a hard metal film having a high melting point is formed on the metal 
surface (see English Abstract). The metal film may be formed by ion-plating, spattering, 
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or TiC deposition to form a hard metal film of Mo, W, Cr, Ni, TiC or TiN (see English 
Abstract). 

The JP'580 reference discloses the formation of a carbide layer (2) on a 
carbonaceous substrate (1) to improve the oxidation resistance of the carbonaceous 
material (see English Abstract). The carbide layer consists essentially of SiC, a thin film 
layer (3) made of TiC, and a thin-film layer (4) including a platinum group element (see 
English Abstract). 

Courts have held that to justify a rejection under 35 U.S.C. 103, it must be shown 
that (1) the prior art would have suggested to those of ordinary skill in the art that they 
should make the claimed device, (2) the prior art revealed that in so making, those of 
ordinary skill would have a reasonable expectation of success, and (3) both the suggestion 
and the reasonable expectation of success must be founded in the prior art and not the 
Applicants' disclosure. In re Vaeck . 20 USPQ2d 1438, 1442. In the present case, the 
Examiner has not shown that the prior art would have suggested to those of ordinary skill 
in the art that they should make the presently claimed device by combining the teachings 
of the JP'184 reference with either one of the JP'891 reference or the JP'580 reference for 
the following reasons. 

The JP'891 reference teaches a process for hardening a metal surface. The reactor 
vessel (1) of the JP'184 reference receives hydrogen and oxygen gas (8), (9). There is 
nothing in the teaching of the JP'184 reference that would suggest a need to harden the 
metal surface of the reactor vessel (1), which only receives gases. Therefore, there is no 
proper suggestion in the JP'184 reference to justify applying the process of the JP'891 
reference to harden the walls of the reactor vessel (1). 
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The JP'580 reference teaches the application of a carbide layer to improve the 
oxidation resistance of a carbonaceous substrate. There is nothing in the JP'184 reference 
to teach that the reactor vessel (1) has walls made of a carbonaceous substrate. In fact, the 
present specification teaches a reactor made of a heat-resistant metal (see claim 47). 
Therefore, there is no proper suggestion in the JP'184 reference that the reactor vessel (1) 
would be made of a carbonaceous substrate; therefore, there exists no reason taught by the 
prior art to form a carbide layer as taught by the JP'580 reference on the walls of the 
reactor vessel (1) disclosed by the JP'184 reference. 

Conclusion 

Claims 47, 58-60, 65, and 83 are in compliance with 35 U.S.C. 1 12. The rejection 
under 35 U.S.C. 102(b) is untenable and should be withdrawn because the JP'184 
reference does not teach, or even suggest, the "first reactor body member welded to the 
second reactor body member," the "first spherical recess having a first surface" and a 
"second spherical recess having a second surface," wherein the "platinum coating film is 
disposed only on the surface of the first recess" as recited in claim 47. Furthermore, the 
rejections under 35 U.S.C. 103 are untenable and should be withdrawn because the prior 
art does not provide a suggestion to combine the JP'184 reference with either one of the 
JP'891 reference or the JP'580 reference. 

For all of the above reasons, claims 47, 58-60, 65, and 83 are in condition for 
allowance and a prompt notice of allowance is earnestly solicited. 
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Questions are welcomed by the below-signed attorney for applicants. 
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receptary 

r pr'ov P ef|%s.T 8CCePted 8e " eral,y bUt " 0t r6 ce C ^ l0n fil - «■ °f °r pertaining to a re- 



a thing popularly accepted. 



proved. [Obs.] 
rec'cp ta ry, n. 

[Obs.] 

re-cep ti-bil'i ty, n. the quality or state of 
being receptible; receivableness 

"^n 11 ' 61 !' fl * capable of or suited for re- 
ceiving or being received; receivable 

^vingj' "* lFr " fr ° m L ' TUepti ° { -° nis) ' a 
J. the act of receiving: the getting or re- 
S t of , a thmg sent, offered, fiven, or com- 
municated; as, the reception of news. 

admissfon 8 received or admitted; 

^♦ th ! mai } ner °? receiving on arrival ; treat- 
ment at first coming; welcome; as, a hearty 
receptton, a cold reception. «»"y 
4. a social function, often formal, for the 
receiving of guests 



cession. 

_ 2. of a parliamentary recess. [Brit.] 
recea'aion 31, n. 1. a recessional hymn. 
I. music for such a hymn 

"eSTo^* b> L mn <him h a sur * at the 

(sense 2) SCrV,CC ng the re * ession 

re cea'aive, a. [from L. recessus, and -iveA 
I. receding or tending to recede. 

fi«t itntiS* i0 t move f ^ om the last tow ard the 
cent ° a W Said of stress> or ac ' 

.A 1 ? K en .etics, designating or relating to 
ch!rac?er^ IPI^I of opposite Mendelian 
orP^nt ,^ Tl hich * when factors for both are 
nnrmcoH I 5, he 8erm P Ias m, remains latent: 
opposed to dominant. 

re act C er orfactor. 1 - ***** a reCeSsive chaf - 



W ' . . **' V4WVU«, UI tlUU 

an opinion or doctrine; sanction. 

As extravagant opinions as even common 
reception countenanced. — Locke 

6. in radio and television, the manner of "re- 
ceiving and reproducing, with reference to the 
relative quality of the reproduction; as, the 
storm caused poor reception. 

act^iaTSn^ 011 ' acceptance, 
re-cep'tion.ist, n. a person employed in an 
office to receive callers, make appointments, 
give information, etc. 



f T.T V L'r' u " c W1 a lamuy aescended 
tZ J2? &d&b ' the , son of RechaB, bound to 
hltiZ on I inuance of the nomadic life and ad- 

wS?- 8 tn° kT™ 1 the chief of which 
h^fl* t abstam . from wine, from building 
v?nevi'rH r .° t ZJ»™** y «**' and from pUntfig 
"ESS?! 8, T1? f^ rules were observed by thS 
Rechabites with great strictness. 

ooseH m f e T^ er i of a secret benefit society com- 
Srinks t^TT 1 £rom intoxiating 

R^ffk-* ^ the / nde |>endent Order of 
Rechabites: it was founded in England in 



re- 
various 



0 ..~ ...wiii.onuu, cu; . 1835 o*«*»v* 

f Pt? fc 1 ?? ^9?ln, a r ° 0m 1,1 a house ' office » r « f ha VSe'. and v.i. ; recharged, * • 

J f^H receiv ; n f T VlSlt ors as they arrive. charging, pp r . to charge agS?' &' vSxi 

rg-ceo'tive, a. [ML. receptivus. from L. recep- Jf n ^ 1 

i J ,w * rfch&Tie, n. a recharging. 

ad\nir 0 e r V con g ta°m ^ t0 '"^ takc ^'WFr' W"? ?• V 

2. inclined to the favoroKU _ ZlL h J Fr -L?£- of r M h **f«> to i 



2. inclined to the favorable reception of a 
request, suggestion, etc. 

3. able or ready to receive new ideas, etc. 
_ 4 - of reception or receptors. 

rS-cep'tive neaa, n. the state or quality of 
being receptive; receptivity. 7 

re_cep tiv'i ty, n. l. the state or quality of 
being receptive, H y 

2. the ability or capacity of the mind for 
receivmg impressions. 

l6 £3&%Z\£ t [L] ■ u a receiver ; «w» or 

anything that receives. 

pr?i ifi.fnys^ogy. a sense organ: theperiph- 

Sh t™ ? n f ^ endi , ngs ' etc * wnich receive 
and transmit external stimuli. 

r€*ceryto ry, n. a receptacle. [Obs.] 
re ceaa' (also, esp. in sense 5. re'ses), n. [L re- 
cessus, from r«*<fc„, to withdraw ] 
(ObsJ Wlthdrawin 8 or retiring; departure, 
tides* receding; rece ssion; as, the recess of the 



chauffeV 

v -*'™«»^«» w warm over, 

1 /rf?«S g 5 ?'f and "? att /^. to heat.] 

1. a dish of leftover foocf reheated. 

*'™V"{*, d or old material, especially liter- 
hZh ' worked U P » a new form; a re- 

r5 nn 1 Jh! t ^ l Fr * r '^*' older a note 

0n J- he £ 0rn t0 recaU the dogs.] fn hunting, a 
stram j blown to call back tV hounds, [^r- 

(rg " shar/sh5 ^ Wr.. pp. of re- 

comm°on 8ht ° Ut With CarC; ^ choic ^ 

2. having refinement or studied elegance. 

3. too refined ; too studied, 
rech'less, c. reckless. [Obs.] 
re cid'i-vate, v.i. to backslide. [Obs.] 
re b£k ] V * ,tl0n ' W * tL ' r " idi ™> a falling 

1. a backsliding. [Obs.] 

2. habitual return to former criminal prac- 

cesses of the subconscious. ' tne " !fJ ^ be h a viL S/^ lapSe ' mto cnme or antiso- 

W the state or time of this; as, the oaS% S^^S^ES^ Wh ° rCturaS 

..7- Pnvacy; seclusion 8 from ^ world or 

symbol, now usually called prescription] 

f ninf , medlcine made up according to such a 
tormula; a prescription. 

«i-« a hst .?V m aterials and directions for pre- 
-™« x.*»^ Jlc paring a chsh or drink: a receipt. 

^ffii-r^ 1 a * oin « bact - a tiv >? recipienti recep - 

,2. the procession of the clergy and choir Ji'ciE/{tS't Cy ,: M r «'»»«- 

few? 3 ""' t0 the ves ^ "e en C d°o1 ' ab^to^ceive"^'^' " ready ' wUUa «' or 

re r "= 1 i?,' l en , t ' "• l. L - r ecipiens (-entis). ppr. of 
recipere, to receive.] v 

— 1- . a rec ? iver; one to whom or that to which 
anything is communicated or given 

- m'JI receiver < sense 2a >- (Obs.) 

f cesslon <J anting back; as. "a mototShfs ^ ^ physiol °8y- receiving 

C ° nqUered territ0rV t0 US f0r " f ^P' it. reciprocus; P, r to> o«, <( 

alternatmg, gomg backward and forward!] 



P Ilva cy; ^wiuaivu irum me world or 

tiesa^^^TcIL^ 1 the difficUl - 
Germ\„ e Em P ire the ImPerial ° iet ° f the ° ld 



reciprocornous 

roiiaoUrance*" 8 "- ^ in retu ™' >HP- 

t corresponding but reversed or inverted 

pronoua; (bfformeV.y.'Jefee 5 * 

/;-.. reC,pr< ? cating . ; a 'ternate. [Obs.l 
form the same 

kinrf'^°^ / >*"r": two figures oi the same 

"SS tht ssff 

interfc 1 " >i "''' Same M w«o under 

* if y ^ ~ nterchangeable, mutual —The dis 

Si^JlK r *i es,x i? lse t0 something previouslv 
done by the other party; as, a r4o3 

"r'Sffion'on J' T? 1 ^* that has a recip- 
«rT~: ac > 10n on or relation to another - a com 

P 2^ c ° unt «rpart, equivalent, etc. 

in mathematics, the quantity (with refrr 

S«a/of 7 2 V, 8 ^ l^tity; as, the 

rS be!Sg r ref& *' ^ State of 
w-^rO-cJU-ly. odi,. in a reciprocal manner 
rectprocally. proportional; SesimaVm^Two 

xl - t0 the.reciprocal of the other is con- 
b^nJ& eqU,reS that product 
H hSJS Si 1 ° e88 '.»- ^me as reciprocals . 

^^IiCk^T^^ a differen - 

re cip'ro-cSte, tr.i.; reciprocated, pt„ pp • re- 
ciprocating, pp r . [from L. reciproLl J;i» oi 
rectprocore, from reciprocus.) PP * 

1. to move alternately back and forth- to 
interchange position. ***** * *onn, to 

change. giVC ^ gCt ^Procafly; to inter- 

^f 11 ^. 50 ^ sort of return for some- 
thmg done, given etc. 

4. to be correspondent or equivalent 
i/ik^wu ing - engint S tha t ferm of engine 
and forth m a straight line, absolutely or 

down, as of a piston rod. - 



1. a. formula for a medica^ I^^bS^«!d , ' for \^° ^ ^ m ove alter- 



^nJ°^ V \ &nd u^ do « feel - e tc- recipro- 
eSnSiy mtercha nge; as, they reciprocate 

iJd % a d0, fee1 ' etc - in return; to return 
in land or degree; as, we reciprocate her affec- 
tion. 

4. to make correspondent or equivalent. 



-y vice. 

3. a receding part, as of a wall. 
busin^c?^^ 5 ^ 4 t em P°rary falling off of 
aSSS? t CtlV t ty dunng a P eriod wh en such 
during u h f s - been /enerally increasing, as 
^uuring that after a depression. 

th^SS* f " S ? on °i granting back; as, 



ing to reciprocate. 
2. characterized by reciprocation. 
r5 cip'rO C 3 t dr, n. a person or thing that re- 
ciprocates. ° 

rec i proc'i ty, ». [Fr. reciprocity] 

1. reciprocal state or relationship; mutual 
action, dependence, etc. 

2. a reciprocating; interchange; mutual ex- 
change; especially, exchange of special privi- 
leges between two countries, to the advantage 
of both, as mutual reduction of tariffs 

rectproctty treaty ; a treaty entered into for 
tne purpose of securing commercial reciproc- 
ity between two nations. 
r£cipr5 £or'hous, a. [L. reciprocus, back- 



, — *"*™.J re*cip'ro*C9r f nous y a. [L. i 

• brute, tarn, up; cry, my th; cat, machine, ace, church, chord; ^ affcer, (Fr.) bon, a,; this, thin; a ? ure 
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